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DETAILED ACTION 

1 . This office action is in response to amendment filed on June 18, 2007. Claims 1- 
11 are currently pending. 



Claim Rejections - 35 USC § 102/103 

2. The statutory statements from paragraph 1-3 of previous office action dated Jan 
18, 2007 are incorporated herein by reference. 

3. Claims 1-4 and 6-11 remain rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yamakawa et al 
(US 6,656,633 B2). 

The rejection is adequately set forth in paragraph 4 of previous office 
action dated Jan 18, 2007 and is incorporated herein by reference. 



Claim Rejections - 35 USC § 103 

4. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Yamakawa et al (US 6,656,633 B2) as applied to claims 1-4 and 6-11 above, and 
further in view of Kasuke (JP 08-107047). 

The rejection is adequately set forth in paragraph 5 of previous office 
action dated Jan 18, 2007 and is incorporated herein by reference. 



Response to Arguments 
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5. Applicant's arguments filed on Jan 18, 2007 in response to rejection of claim 1-4 
and 6-1 1 under 35 U.S.C. 102(e) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Yamakawa et al (US 6,656,633 B2) have been 
fully considered but they are not persuasive. 

In response to applicant's argument that binder of Yamakawa et al is used 
for an electrode for lithium ion secondary battery as opposed to an electrode for 
electric double layer capacitor of present invention, a recitation of the intended 
use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

In response to applicant's arguments, the recitation "for an electrode for an 
electric double layer capacitor" has not been given patentable weight because 
the recitation occurs in the preamble. A preamble is generally not accorded any 
patentable weight where it merely recites the purpose of a process or the 
intended use of a structure, and where the body of the claim does not depend on 
the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 
(CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 
1951). 

As to the experimental report intended to show unexpected results, it is 
not presented in the form of an affidavit or declaration. 
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Even if it was presented in the form of an affidavit or declaration, 
applicants arguments on data pertaining to superior "swelling ratio to electrolytic 
solution", "peel strength", "industrial discharge capacity" and "discharge capacity 
after 100 hours at 70°C" is not convincing for the following reasons: The 
components in the invention example no. 1 and the comparative runs no. 2 and 3 
include more than one variable to ascertain the advantages of the invention. The 
trials are not back-to-back consecutive trails because the inventive run includes 
as monomer components - n-butyl acrylate and methacrylonitrile while the 
comparative runs include a combination of n-butyl acrylate, methacrylonitrile and 
acrylic acid or a combination of 2-ethylhexyl acrylate, methacrylonitrile and 
acrylic acid. Back-to-back runs require that the monomer components remain 
the same in all trials. Therefore, it is not clear if the superior "swelling ratio to 
electrolytic solution", "peel strength", "industrial discharge capacity" and 
"discharge capacity after 100 hours at 70°C" cited in the experimental report is to 
be attributed to the difference in the monomer components or to the 
multifunctional component (C) i.e. diethylene glycol dimethacrylate. 

Additionally, the working examples in table 1 of the instant specification 
disclose only two multi-functional ethylenically unsaturated carboxylic acid esters 
i.e. diethylene glycol dimethacrylate and tetraethylene glycol dimethacrylate. 
However, instant claim 1 includes a broad genus of multi-functional ethylenically 
unsaturated carboxylic acid ester that does not appear to be commensurate in 
scope with the experimental data. Even if the trials are back-to-back consecutive 
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trials, data is not commensurate in scope with the claims. Further, it is also not 
evident if the difference in superior "swelling ratio to electrolytic solution", "peel 
strength", "industrial discharge capacity" and "discharge capacity after 100 hours 
at 70°C" for inventive and comparative trials in table 1 of the instant specification 
is substantial to demonstrate unexpected results. 

For reasons discussed above, the rejections over Yamakawa et al are 
maintained. 

6. Applicant's arguments filed on Jan 18, 2007 in response to rejection of claim 5 
under 35 U.S.C. 102(e) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Yamakawa et al (US 6,656,633 B2) have been 
fully considered but they are not persuasive. 

The reasons for sustaining rejection under 35 U.S.C. 102(e) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yamakawa et al 
(US 6,656,633 B2) is provided in paragraph 5. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
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action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karuna P. Reddy whose telephone number is 
(571) 272-6566. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on (571) 272-1114. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
» direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
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Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA)' or 571-272-1000. 



Karuna P Reddy 
Examiner 
Art Unit 1713 
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